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CHAPTER 28 
PATENT MISUSE 

I.  PATENT MISUSE IN GENERAL 

§ 28:1 Introduction 
§ 28:2 Misuse is a Defense to Infringement Liability 
§ 28:3 Misuse Does Not Support an Affirmative Claim for Relief 
§ 28:4 Patentee Need Not have Market Power to Misuse Patent 

II.  PROCEDURAL ASPECTS 

§ 28:5 Applicability of Federal Circuit Law 
§ 28:6 Question of Fact 
§ 28:7 Standard of Proof 
§ 28:8 Misuse Must be Pled or Else it is Waived 
§ 28:9 Must Plead with Particularity 
§ 28:10 Jury Trial on Misuse 
§ 28:11 Government’s Right to Challenge Validity of Patent 

III.  SUBSTANTIVE ASPECTS OF MISUSE 

§ 28:12 Conduct Must Improperly Broaden the Scope of the Patent 
§ 28:13 Acts that are Per Se Misuse 
§ 28:14 Statutory Exempt Conduct Under § 271(d) 
§ 28:15 Two-Part Test for Determining if Conduct Amounts to Misuse 
§ 28:16 Accused Infringer Need Not Personally Suffer from the Misuse 
§ 28:17 Intent to do the Offending Act 
§ 28:18 Patentee Must have Done the Acts of Misuse 
§ 28:19 Conduct Must Relate to the Asserted Patent 
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IV.  SPECIFIC TYPES OF CONDUCT 

A.  Enforcement Practices 

§ 28:20 Bringing Suit to Enforce Patent 
§ 28:21 Serving Notices of Infringement or Threats of Suit 

B.  Licensing Practices 
§ 28:22 Territorial Restrictions 
§ 28:23 Use Restrictions on Licensed Product 
§ 28:24 Patentee Requiring Grant-Back Rights 
§ 28:25 Patentee’s Acquiring Numerous Patents 
§ 28:26 Compulsory Package Licensing (Compulsory Patent Pools) 
§ 28:27 Compulsory Constant Royalty Rates for Pool of Patents 
§ 28:28 Charging Excessive Royalties 
§ 28:29 Charging Royalties Past Patent Expiration 
§ 28:30 —Expired Patent Part of Pool 
§ 28:31 Royalties Based on Total Sales of Products 
§ 28:32 Refusal to License Others or Discriminatory Licensing 
§ 28:33 Discriminatory Royalty Rates Among Licensees 
§ 28:34 Restricting Licensee’s Sales of Competing Products (Tie-Out) 
§ 28:35 —Right to Terminate if Other Products Used 
§ 28:35.50 Inclusion of Noncompete Provisions 

C.  Marketplace Practices 

1.  Tying of Unpatented Staple Products 

§ 28:36 In General 
§ 28:37 Definition of a “Tied” Product 
§ 28:38 Basic Test 
§ 28:39 Definition of Staple and Nonstaple Items 
§ 28:40 Relevant Market for Misuse Different than Market for Antitrust Violation 
§ 28:41 Voluntary Agreement by Licensees 
§ 28:42 Tying a Nonstaple Product 
§ 28:43 Tying Staple Products if Patentee Lacks Market Power 

2.  Other Market Place Practices 

§ 28:44 Voiding Warranties 
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§ 28:45 Marking Product After Patent Expiration 

IV.  UNCLEAN HANDS OF ACCUSED INFRINGER 

§ 28:46 Impact of Accused Infringer’s “Unclean Hands” on a Misuse Defense 

V. PURGING MISUSE 

§ 28:47 In General 
§ 28:48 Patentee Can Purge Misuse at any Time 
§ 28:49 Question of Fact 
§ 28:50 Two-Part Test 

A.  Affirmative Act by Patentee 
§ 28:51 Affirmative Action Required 
§ 28:52 — Licensing Competitors 

B. Showing Dissipation of Effects 
§ 28:53 District Court’s Discretion 
§ 28:54 Restraint Removed 
§ 28:55 Misuse Never Impacted Industry 
§ 28:56 Dissipating to Particular Accused Infringer May Not Suffice 

C.  Specific Cases on Purgation 
§ 28:57 Patentee’s Acts Purged Misuse 
§ 28:58 Patentee’s Acts Failed to Purge Misuse 

 


